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REMARKS 



Applicant gratefully acknowledges the withdrawal of the rejections based on references 
otherthanU.S. ^atentNo. 4,563,515 to Schipfer et ah ("Sckpfer")- 

Applicant has carefully considered the rejection in the previous office action and submits 
the following response. New claims 20-36 have been added. The new claims add no new 
matter, and are Relieved to place the application in condition for allowance. 

Rejection Und<jr 35 U.S;€. §112 

The exaihiner rejected claim 19 as indefinite under 35 U.S.C. § 112, second paragraph. 
TTie foregoing amendment t^ 

Reiec^ &102 ' ' 

The exatjainer mair^ as well as claims 13-18 as 

aiiticipated undejr 35 U.S.C. § 102(b) by ^ ctiipfer. ^;£>c^^ 3, 1L 66-col. 

4,1. 5-8 of Schijifer : /-r : • 



V disclose the us^ 6f amirier^ is 

identical [to ?^ne inod^fiCT litihzM^I^ is notedi, correspbnds to 
preseiitbj claime«d formula HI wtien y^zN) ^dU^js^^^ i.e., tertiary amine 

comprising five cartKm atoms, id^ of the present invention. 
In light ojf this disclosure, it is n<>t dear why applies^ disclosure 
...of airrinej modifier in Schipfer.- ' 

Final action, page 4. The examiner requested clarifica^ 
• -Response 



The examiner has the buiden to 
pending claims < >n any grounds, including anticipation arid obviousness. In re Oetiker, 24 
U.S.P.Q.2d 1443 (Fed. Cir. 1992). If examination at^^ does not produce a prima 

facie case of unpatentability, then without more, the applicant is entitled to grant of the patent. In 
re Oetiker, 24 u|s.P.Q.2d 1443; MPfiP 2142. In order to establish a case of prima facie 
anticipation, thejexaminer must establish that a prior art referehce discloses every limitation of 
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The exajniner has not met this burden with respect to the pending claims. Applicant 
respectfully reqjiests that the claims be allowed, 

-Claims 1-7 and 36 



Claim 1 



has been amended to specify that, in the structure of formula III: 



ni 



Y represent? an anchoring moiety selected froju the group consisting of 
| aliphatic groups haying from 2 to 10 carbon atoms containing one or 
more tertiary amino group and heterocyclic groups containing one or 
I more basic ring nitrogen atom, the heterocyclic group being attached 
■| *°^ e ?*lJ>^y-z group by an alkylenc group containing up to 10 carbon 
'; atoms* *■' •-. • 

Claim 3 ( i is directed to a polyanii^e derivative n^ using the amine modifier, which also 
includes the foregoing li^ V; : " : "V-.! 

1 he ex£tfnjne£ has nplt pointed to a teaching or suggestion of an amine modifier 
having tl]te foregoihg $tnic#rte in Sichipfer, or elsewherc, o^ 
made us^ng an amine modifier living the foregoing s^cture. 
: Fpr ^ 

suggestion of every limitation of claims 1 -7 or 36 iri Schipfer, an^has not established a 
case of j^ima facie anticipation of claiin 1, claims depending iherefirbm, ot claim 36 in 
SchipferJ / . 
^pl^ 



-Claims [20-35 

New claitn 20 specifies: 

(b) 



renting tie polyajriine-derived compound with one or more aroine- 
specific reagents to form an intermediate, the amine -specific reagents 
having a fourth number of two or mdie aimine-sp^ific functional groups 
selected from the group consisting off isocyahate groups, anhydride 
groups, acid chloride groups, maleate groups, fumarate groups, 
citraconic ester groups, itaconic ester groups, and (mcth)acrylatc 
groups. ' 
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citraconic ester groups, itaconic ester groups, and (meth)acrylate 
groups. 

Emphasis added New claim 28 includes the following limitation: "(b) ' reacting the polyamine- 
derived compound with one or more polyisocyanate to form an intermediate comprising two 
or more isocyanate functionalities." (Emphasis added). 

l^e exariiiner has not ^ 
has not established a ce& of prima facie method claims 20-35 oyer 

Schipfer. ".■'■.■/■.'■■'" * ; : •'■ : 

■' ; . -Oaiinjs^lO and 13^is k • v j V •:/- '% '. ij; ;. V V :;H- [ Q< '". ■'./ — -'/v'^ v 

Intheprevio^d^ 
no specific fbim^^ 
as presently claimed, it is cl^ 
^ set fpii^ in pre$eh^ 

Claim £^:bren : ^ : - = '^;'vv; v \ 

-L is.a *re$i4t^ 

groups, at^ydride groups, acW chloride groups, maleate groups, fumarate groups, 

The exaniiner 1^ n^^ of a process that wquidt V J 

produce X '{*;.::'' ■■■*\/'v;l 

•Y." Claim 36 toeludes ; t^ ■ ;•*■/ ^ 

Yr^rese^ 

; nitrogen jatoi^/^^ 

The exariiiner linnet pbin^^ would 
produce a polyaitnne d^V^ye 

The examiner has tie burden ip • t^^lpl^bt tb^U polyainixie derivatives me?etiajg 
foregoing limitatioi^ are i^ 
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1949, 1951 (FR 

present in the ptior art is n Q t sufficient to 
[citatto^^ 

provide a basis in fact and/or technical reasoning to reasonably support the determination 
that the allegedly inherent characteristic ncce^arilv flows from the teachings of the applied 
; ■ priori!^ 

reasoning to 

r^ i n 
Schipfer ^^di^^SwsssM^ 

■Previously cited references 

^ ^ the " • 

• (emp^ -As^a^nd^ ' % " : 

! ' ••• • ; produ& made ^$uch a : propess. • • ;7y7v;v 5 • ••' ; V.;--:-;'; / .7^7% > :?i7y ?"\ "r 7v: : ;V; 

specific ra|jen 
haying a foiifii^ 
/ selected from the gro^ 
groups, '.. 
citraconic ester groups, itaconic ester groups, and (meth)acrylate ; 

• '.: ' " : '' groups* ;■•:•:} \: : v ^^^ ; 7%V-V : '- :,/ ^ ^v' 0" ' 
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selected from the group consisting of isocyanate groups, anhydride 
groups, acid chloride groups, maleate groups, fumaraie groups, 

groiipsi. ' "'<•:'/ ' .' 

Claim 20 (emphasis added). v 

Honel describes 
which coriti^^ 
hydroxy! ^ 
Hanel, co]L 3, ^ 
'^en reacted 
polyamine/deri^ 

cit^s portions ISuisi^^ 
monoisocyaiiatfjs/^ 

polyisocy anates stUl laying qbW free groups H6h6l/ cdl. 8, L 66-67. Hditel explains 
that *'[t]he masking ageats shotild be such that at the ci^omaiy curing temperatures of 130°. to 

: ; ; Tile exaii^&^ • ' 

v ' /eqiisisttog^ • • 

xespect to cldni -9, tfr^ 
tec^ 

;cha^ 

-. : Engel d^^rjtes:a;^ 

• polycarbonates/' ibstr^t. ••S^.-ai^o xipL, 5, 11. 42^^y^ ribt ^tablished 

\ /':■•■ 
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REMARKS 

Applicant gratefully acknowledges the withdrawal of the rejections based on references 
other than U.S. Patent No. 4,563,5 1 5 to Schipfer et ai. ("Schipfer ,, ). 

Applicant has carefully considered the rejection in the previous office action and submits 
the following response. New claims 20-36 have been added. The new claims add no new 
matter, and are believed to place the application in condition for allowance. 

Rejection Under 35 U.S.C S112 

The examiner rejected claim 19 as indefinite under 35 U.S.C. § 1 12, second paragraph. 
The foregoing amendment to claim 1 9 is believed to overcome the rejection. 

Rejection Under 35 U.S.C. 8102 

The examiner maintained the rejection of previous claims 1-7, as well as claims 13-18 as 
anticipated under 35 U.S.C. § 102(b) by Schipfer. The examiner contends that col. 3, 11. 66-coL 
4,1. 5-8 of Schipfer 

disclose the use of amine modifier, namely, N,N^imethylpropanediamine-l ,3 which is 
identical to amine modifier utilized in the present invention and is noted, corresponds to 
presently claimed formula HI when y=z=<) and Y is anchoring moiety, i.e., tertiary amine 
comprising five carbon atoms, identical to the anchoring moiety of the present invention. 
In light of this disclosure, it is not clear why applicants' argue that there is no disclosure 
of amine modifier in Schipfer. 

Final action, page 4. The examiner requested clarification. Id 
-Response 

The examiner has the burden to establish a prima facie case of unpatentability of the 
pending claims on any grounds, including anticipation and obviousness. In re Oetiker, 24 
U.S.P.Q.2d 1443 (Fed. Cir. 1992). If examination at the initial stage does not produce a prima 
facie case of unpatentability, then without more, the applicant is entitled to grant of the patent. In 
re Oetiker, 24 U.S.P.Q.2d 1443; MPEP 2142. In order to establish a case of prima facie 
anticipation, the examiner must establish that a prior art reference discloses every limitation of 
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The examiner has not met this burden with respect to the pending claims. Applicant 
respectfully requests that the claims be allowed. 

-Claims 1-7 and 36 

Claim 1 has been amended to specify that, in the structure of formula HI: 

(WOyCYWx-y-z HI 

Y represents an anchoring moiety selected from the group consisting of 

aliphatic groups having from 2 to 10 carbon atoms containing one or 
more tertiary amino group and heterocyclic groups containing one or 
more basic ring nitrogen atom, the heterocyclic group being attached 
to the Nlt^ group by an alkylene group containing up to 10 carbon 
atoms. 

Claim 36 is directed to a polyamine derivative made using the amine modifier, which also 
includes the foregoing limitation. 

The examiner has aot pointed to a teaching or suggestion of an amine modifier 
haying the foregoing structure in Sciiipfer, or elsewhere, or to a polyamine derivative 
made using an amine modifier having the foregoing structure. 

For the foregoing reasons, the examiner has not pointed to a teaching or 
suggestion of every limitation of claims 1-7 or 36 in Schipfer, and has not established a 
case of prima facie anticipation of claim 1 , claims depending therefrom, or claim 3 6 in 
Schipfer. 

Applicant respectfidly requests that claims 1-7 and 36 be allowed. 

-Claims 20-35 

New claim 20 specifies: 

(b) reacting the polyamine-derived compound with one or more arnine- 
specific reagents to form an intermediate^ the amine-specific reagents 
having a fourth number of two or more amine-specific functional groups 
selected from the group consisting of isocyanate group s, anhydride 
groups, acid chloride groups, maleate groups, fumarate groups, 
citra conic ester groups, itaconic ester groups, and (meth)acrylate 
groups- 
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citraconic ester groups, ftaconic ester groups, and (meth)acry late 
groups. 

Emphasis added New claim 28 includes the following limitation: "(b) reacting the polyamine- 
derived compound with one or more polyisocyanate to form an intermediate comprising two 
or more isocyanate functionalities " (Emphasis added). 

The examiner has not pointed to a teaching of the foregoing limitations in Schipfer, and 
has not established a case of prima facie obviousness of pending method claims 20-35 over 
Schipfer. 

■Claims 9-10 and 13-18 

In the previous office action mailed March 24, 2006, the examiner admitted that 'there is 
no specific formula given for the polyamine derivative, given that Schipfer et al. disclose process 
as presently claimed, it is clear that the polyamine derivative would inherently possess structure 
as set forth in presently claimed formula 11" Office Action mailed March 24, 2006, p 7. 

Claim 9 has been amended to specify that: 

L is a residue of an at least Afunctional aminc-spccific reagent having two or more 

amine-specific functional groups selected from the group consisting of isocyanate 
groups, anhydride groups, acid chloride groups, msdeate groups, fumarate groups, 
citraconic ester groups, i laconic ester groups, and (meth)acrylate groups. 

The examiner has not pointed to a teaching or suggestion in Schipfer of a process that would 
produce a polyamine derivative meeting the foregoing limitation. 
Claim 36 includes the following limitation: 

Y represents an anchoring moiety selected from the group consisting of aliphatic 
groups having from 2 /to 1 6 carbon atoms containing one or more tertiary 
amino group and heterocyclic groups containing one or more basic ring 
nitrogen atom, the heterocyclic group being attached to the NH3. x _y. z group 
by an alkylene group containing up to 10 carbon atoms. 

The examiner has not pointed to a teaching or suggestion in Schipfer of a process that would 
produce a polyamine derivative meeting the foregoing limitation. 

The examiner has the burden to establish that polyamine derivatives meeting the 
foregoing limitations are inherent in Schipfer. The examiner cannot meet this burden. 
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1949, 1951 (Fed. Cir. 1999). "The fact that a certain result or characteristic max occur or be 
present in the prior art is not sufficient to establish the inherency of that result or characteristic." 
[citations omitted] MPEP2112. "In relying upon a the theory of inherency, the examiner must 
provide a basis in fact and/or technical reasoning to reasonably support the determination 
tbat the allegedly inherent characteristic necessarily flows from the teachings of the applied 
prior art" MPEP 2112. 

The examiner cannot provide the necessary basis in fact and/or technical reasoning to 
reasonably support a determination that polyamine derivatives made by the methods described in 
Schipfer would necessarily meet the foregoing limitations. 

Applicant respectfully requests that claims 9-10 and 1 3-18 be allowed. 

-Previously cited references 

The examiner did not contend that the other references cited against claim 1 described 
the amine modifier of claims 1-7. The examiner cannot establish that the other cited references 
necessarily would produce the polyamine derivate of clahn 36. Applicant also makes the 
following observations regarding the previously cited references with respect to amended claims 
9-18 and new claims 20-35: 

-Jacobs et at (U.S. Patent No. 4.897.435) 

The foregoing arguments also apply to U.S. Patent No/ 4, 897,435 to Jacobs m, et al. 
which describes a process in which "hydroxyalkyl carbamate-containing amine is reacted with a 
water-insoluble, epoxide-containing "backbone" compound." See. Jacobs, col. 4, 11. 25-27 
(emphasis added). As amended, claims 9-18 and 20-35 dp not read on such a process or the 
product made by such a process. 

-Honel fU.S. Patent No. 5,055,5421 

The examiner did not point to a teaching in iH5nel of a process comprising: 

(b) reacting the polyamine-derived compound with one or more amine- 
specific reagents to form an intermediate, the amine-specific reagents 
haying a fourth number of two or more amine-specific functional groups 
selected from the group consisting of isocyanate groups, anhydride 
groups, acid chloride groups, ma lea te groups, fumarate groups, 
citraconic ester groups, itaconic ester groups, and (meth) aery late 
groups. 
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selected from the group consisting of isocyanate groups, anhydride 
groups, acid chloride groups, maleate groups, fumarate groups, 
citraconic ester groups, itaconic ester groups, and (meth)acrylate 
groups. 

Claim 20 (emphasis added). 

Honel describes a process wherein "polyamines (A) are first reacted with compounds (B) 
which contain at least one cyclic carbonate group (2-oxo-l ,3-dioxolane group) and optionally 
hydroxy! groups, 1,2-epoxide groups and isocyanate groups" to form '^reaction product (C) " 
HSnel, col. 3, 11. 39-45. In the previous office action, the examiner argued that the product (C) is 
"then reacted with polyisocyanate, i.e. bifunctional amine-specific reagent, to form product, i.e. 
polyamine derivative." Office action mailed March 24, 2006, p. 9. The examiner apparently 
cites portions of Honel from col. 8, 1. 35-col. 9, 1. 1 8 in support of this position. 

The cited portions of H5nel do discuss "[t]he reaction of the adduct (C) with the 
isocyanates (D1)/(D2)." Htfnel,col. 8, 1L 35-36, However, Dl arc said to be "long-chain 
monoisocyanates " Honel, col. 8, 1. 56, D2 are described as "(p]artly masked 
polyisocyanates still having one free NCO group." Honel, col. 8, 1. 66-67. H6nel explains 
that "[t]he masking agents stould be such that at the customary curing temperatures of 130°. to 
1 80° C, in the presence or absence of catalysts known for this purpose, they again split off." 
HSnel, col. % 11. 57-60. 

The examiner has not established that HenePs ' Mt lorag-chain m onoisocy anates" or that 
Honel's "[p]artly masked polyisocyanates still having one free NCO group" are isocyanate 
groups "having two or more amine-specific functional groups selected from the group 
consisting of isocyanate groups," as specified in claims 9 and claim 20 (emphasis added). With 
respect to claim 9, the examiner also has not provided the necessary "basis in fact and/or 
technical reasoning to reasonably support the determination that the allegedly inherent 
characteristic necessarily flows from the teachings of" Htinel. MPEP2112. 

-EngelfU.S. Patent No. 4.758.615) 

Engel describes a process prepared by "reacting polyamino compounds with 
polycarbonates/' Engel, abstract. See also col. 5, 1L 42-49. The examiner has not established 
that Engel's polyamino compounds meet the limitation of <6 polyamines compris[ing] a second 
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number of one or more — NH2 functional groups and a third number of one or more second 
amine functional groups, the second amine functional groups hav ing a lower lactone 
reactivity than the -NH 2 functional groups." Claim 20 {emphasis added). 

With respect to claim 9, the examiner has not provided the necessary "basis in fact and/or 
technical reasoning to reasonably support the determination that the allegedly inherent 
characteristic^] necessarily flow[] from the teachings of* Engel. MPEP 2112. 

Applicant respectfully requests that the claims be allowed over Engel. 

-Hfinig (U.S. Patent No. 5369.190V 

The examiner also contended that Hpnig described reacting "polyamine derived 

compound" with "diisocyanate, i.e., bifimctiona reagent, to form intermediate 

product." Office action mailed March 24, 2006, p. 11. However, Htfnig states that it relates to 

a process for the production of crp^slinking components for cationic paint binders having 
hydroxyl groups and/or primiary or s^ndary amino gfoiips, which is characterized in that 
at least 50%, preferably 60 to 1 00%, of the ispcyaiiate reactive groups of hydroxy l- 
functional carbamate compounds are reacted with diisocyanates which are half-blocked 
by monohy droxy compounds And have an unblocking temperature below 180 °C. 

Hdnig, col. 1, 11. 48-56 (emphasis added). 

The examiner has not established that Hdnig's "diisocyanafces which are half-blocked by 
monohydroxy compounds" are isocyanate groins "having two or more amine-specific 
functional groups selected from the group consisting of isocyanate groups," as specified in 
claims 9 and claim 20 (emphasis added). With respect to claim 9, the examiner also has not 
provided the necessary "basis in fact and/or technical reasoning to reasonably support the 
determination that the allegedly inherent characteristic necessari Iv flows from the teachings of* 
Hdnig. MPEP 21 12 

Conclusion .«..-.■.■■»- v ' ■ »•<•* — —«•»-• . 

In view of the foregoing, it is respectfully submitted that this application is in condition 
for allowance. Favorable reconsideration and prompt allowance of the pending claims is 
earnestly solicited. 
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Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 

Respe<rtfSin5>subtm^ 




Paula If. morris 
Registration No. 31,516 
Paula D. Morris & Associates, P.C. 
d/b/a Morris & Amatong, P.C. 
10260 Westheimer, Suite 360 
Houston, TX 77042 
ATTORNEY FOR APPELLANT 
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